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DETAILED ACTION 

1 . Claims 1-34 are pending. Claims 22-34 have been withdrawn and claims 1-21 
are now pending in response to the Election/Restriction filed 1/16/08. The Election of 
claims 1-21 and withdrawal of claims 22-34 was without traverse. 

Claims 1-21 will be examined on the merits. 

Claim Objections 

Claim 1 is objected to because of the following informalities: Claim 1 is in the 
improper method claim format. A method claim to be in the proper method claim format 
should begin with a verb ending in “ing”. For example, “placing the sensing device by 
the banking customer in an operative configuration ...; moving by the banking customer 
the sensing device relative to the form ...". Also, the "such that" would be better 
replaced with "wherein" in the claim limitations. Appropriate correction is required. 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 1, 6, 9, 12, and 19 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. The usage of the term “sensing device” is 
considered indefinite because a “sensing device” can be a barcode reader or a scanner 
or any device that is capable of reading code on a document. Applicants’ Specification 
on page 13, lines 23, 24, 26, 29, and 32 references "netpage pen” or "netpage pens". 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over (US 
2001/0037297) McNair in view of (Us 5,797,523) Patterson, Jr. et al, hereafter 
Patterson, Jr. 

Claim I. McNair discloses, A method of online banking, the method including the steps 
of: providing a banking customer with a form containing information relating to a banking 
transaction, the form including coded data indicative of at least one parameter of the 
banking transaction (Pg. 1, col. 2 [0010] and [0013]); providing the banking customer 
with a sensing device that can sense the coded data (Pg. 3, col. 2 [0048]); the banking 
customer placing the sensing device in an operative configuration relative to the form 
such that the sensing device reads at least some of the coded data Pg. 3, col. 2 [0053]); 
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and, transmitting the data generated by the sensing device online to a computer system 
used by the banking customer's banking institution such that tile computer system 
interprets the data and performs a designated function regarding the at least one 
parameter (Pg. 2, col. 1 [001 4]-[001 6], Pg. 4, col. 1 [0059] and [0061-col. 2 [0064]). 
McNair failed to disclose, the banking customer moving the sensing device relative to 
the form such that the sensing device generates data regarding the at least one 
parameter and the movement of the sensing device relative to the form. Patterson, Jr. 
discloses, the banking customer moving the sensing device relative to the form such 
that the sensing device generates data regarding the at least one parameter and the 
movement of the sensing device relative to the form (col. 13, line 20-col. 15, line 55). It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to modify McNair with the teachings of Patterson, Jr. because such a 
modification would allow McNair to have a pen-type input device at the location on the 
screen of a computer. 

Claims 2-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over (US 
2001/0037297) McNair and (Us 5,797,523) Patterson, Jr. et al, hereafter Patterson, Jr. 
in view of (US 6,539,361 ) Richards et al, here after Richards and further in view of 
(uS6,330,976) Dymetman et al, hereafter Dymetman. 

Claim 2. McNair failed to disclose, The method of claim 1 in which tile parameter is an 
action parameter of the banking transaction, the method including effecting, in the 
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computer system, an operation in respect of the at least one parameter. Dymetman 
discloses, The method of claim 1 in which tile parameter is an action parameter of the 
banking transaction, the method including effecting, in the computer system, an 
operation in respect of the at least one parameter (col.4, lines 1 6-23). It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to include the disclosures of Dymetman to the invention of McNair. The combination 
taken as a whole suggests that in order to perform a banking transaction a form needs 
to be provided to collect and to process the information relating to the financial 
transaction. 

Claim 3. McNair failed to disclose, The method of claim 2 in which the action parameter 
of the banking transaction is selected from the group comprising: a request for 
information relating to banking services, an order for checks, a request to stop checks, 
an application for a new account, an application for a loan, a request for an account 
history, a request for a withdrawal of funds, a request for a transfer of funds, a request 
for an account balance, a payment of a bill, and a request for a list of bill payments. 
Richards discloses, The method of claim 2 in which the action parameter of the banking 
transaction is selected from the group comprising: a request for information relating to 
banking services, an order for checks, a request to stop checks, an application for a 
new account, an application for a loan, a request for an account history, a request for a 
withdrawal of funds, a request for a transfer of funds, a request for an account balance, 
a payment of a bill, and a request for a list of bill payments (col. 1 , lines 26-44). It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
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made to include the disclosures of Richards to the invention of McNair. The 
combination taken as a whole suggests that in order to perform a banking transaction a 
a request for certain services needs to be provided in order to receive the requested 
banking services. 

Claim 4. McNair failed to disclose, The method of claim 1 in which the parameter is an 
option parameter of the banking transaction, the method including identifying, in the 
computer system, that the banking customer has entered a hand-drawn mark by means 
of the sensing device and effecting, in the computer system, an operation associated 
with the option parameter. Dymetman discloses, The method of claim 1 in which the 
parameter is an option parameter of the banking transaction, the method including 
identifying, in the computer system, that the banking customer has entered a hand- 
drawn mark by means of the sensing device and effecting, in the computer system, an 
operation associated with the option parameter (col. 30, line 65-col. 31 , line 39). It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to include the disclosures of Dymetman to the invention of McNair. The 
combination taken as a whole suggests that in order to perform a banking transaction a 
hand-drawn mark needs to be made in order to identify the acceptance of the 
information on the form by a person relating to the financial transaction. 

Claim 5. McNair failed to disclose, The method of claim 4 in which the option parameter 
is associated with at least one of: a request for information relating to banking services, 
an order for checks, a request to stop checks, an application for a new account, an 
application for a loan, a request for an account history, a request for a withdrawal of 
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funds, a request for a transfer of funds, a request for an account balance, a payment of 
a bill, a request for a list of bill payments, an account, a currency, and a payee name. 
Richards discloses, The method of claim 4 in which the option parameter is associated 
with at least one of: a request for information relating to banking services, an order for 
checks, a request to stop checks, an application for a new account, an application for a 
loan, a request for an account history, a request for a withdrawal of funds, a request for 
a transfer of funds, a request for an account balance, a payment of a bill, a request for a 
list of bill payments, an account, a currency, and a payee name. (col. 1 , lines 26-44). It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to include the disclosures of Richards to the invention of McNair. The 
combination taken as a whole suggests that in order to perform a banking transaction a 
request for certain services needs to be provided in order to receive the requested 
banking services. 

Claim 6. McNair failed to disclose, The method of claim 1 in which the parameter is a 
text parameter of the banking transaction, the method including identifying, in the 
computer system, that the banking customer has entered handwritten text data by 
means of the sensing device and effecting, in the computer system, an operation 
associated with the text parameter. Patterson, Jr. discloses, The method of claim 1 in 
which the parameter is a text parameter of the banking transaction, the method 
including identifying, in the computer system, that the banking customer has entered 
handwritten text data by means of the sensing device and effecting, in the computer 
system, an operation associated with the text parameter (col. 13, line 20-col. 15, line 55, 
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and Fig.’s 4, 8, and 11). It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to include the disclosures of Patterson, Jr. to the 
invention of McNair. The combination taken as a whole suggests that in order to identify 
a customer, the handwriting needs to match in order to be converted to computer text. 
Claim 7. McNair failed to disclose, The method of claim 6 which includes converting, in 
the computer system, the handwritten text data to computer text. Patterson, Jr. 
discloses, The method of claim 6 which includes converting, in the computer system, 
the handwritten text data to computer text (col. 13, line 20-col. 15, line 55, and Fig.’s 4, 
8, and 11). It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to include the disclosures of Patterson, Jr. to the invention of 
McNair. The combination taken as a whole suggests that in order to identify a customer, 
the handwriting needs to match in order to be converted to computer text. This claim 
limitation is rejected for the similar rationale as given above for claim 6. 

Claim 8. McNair, Patterson, Jr., Richards and Dymetman failed to disclose, 

The method of claim 7 in which the text parameter is associated with at 
least one of: a check amount, a payee name, a currency amount, a transfer amount, a 
payment amount, a payment date, and a check number. Official Notice is taken that a 
check amount, a payee name, a currency amount, a transfer amount, a payment 
amount, a payment date, and a check number are old and well known in the banking 
art. These steps allow a checking (banking transaction to be identified. 

Claim 9. McNair failed to disclose, The method of claim 1 in which tile parameter is an 
authorization parameter of the banking transaction, the method including identifying, in 
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the computer system, that the banking customer has entered a handwritten signature by 
means of the sensing device and effecting, in the computer system, an operation 
associated with the authorization parameter. Patterson, Jr. discloses, The method of 
claim 1 in which tile parameter is an authorization parameter of the banking transaction, 
the method including identifying, in the computer system, that the banking customer has 
entered a handwritten signature by means of the sensing device and effecting, in the 
computer system, an operation associated with the authorization parameter (col. 13, 
line 20-col. 1 5, line 55 and Fig.’s 4, 8, and 1 1 ). The verifying in the computer system 
that the signature is that of the customer is inherent in the disclosure of Patterson. 

Claim 10. McNair failed to disclose, The method of claim 9 which includes verifying, in 
the computer system, that the signature is that of the customer. Patterson, Jr. discloses, 
The method of claim 9 which includes verifying, in the computer system, that the 
signature is that of the custom (col. 13, line 20-col. 15, line 55, and Fig.’s 4, 8, and 11) 
The verifying in the computer system that the signature is that of the customer is 
inherent in the disclosure of Patterson. This claim limitation is rejected for the similar 
rationale as given above for claim 9. 

Claim 1 1 . McNair failed to disclose, The method of claim 1 0 in which the authorization 
parameter is associated with authorization for at least one of: access to account 
information, withdrawal of funds, transfer of funds, payment of a bill, modification of a 
bill payment, deletion of a bill payment, stopping of checks, and ordering of checks. 
Richards discloses, The method of claim 10 in which the authorization parameter is 
associated with authorization for at least one of: access to account information, 
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withdrawal of funds, transfer of funds, payment of a bill, modification of a bill payment, 
deletion of a bill payment, stopping of checks, and ordering of checks (col. 1 , lines 26- 
44 and col. 3, lines 1-54). 

Claim12. McNair, Patterson, Jr., Richards, and Dymetman failed to disclose, The 
method of claim 1 in which the parameter is a picture parameter of the banking 
transaction, the method including identifying, in the computer system, that the banking 
customer has entered a hand-drawn picture by means of the sensing device and 
effecting, in the computer system, an operation associated with the picture parameter. 
Official notice is taken that having a picture parameter, including identifying, in the 
computer system, that the banking customer has entered a hand-drawn picture by 
means of the sensing device and effecting, in the computer system, an operation 
associated with the picture parameter, which is associated with a design for a 
customer’s checks is old and well-known in the art of banking. These steps help in 
timely identification of the parameter and also help to minimize the necessary text 
required to identify the item (“A picture is sometimes worth a thousand words”). 

Claim 13. McNair, Patterson, Jr., Richards, and Dymetman failed to disclose, The 
method of claim 12 in which the picture parameter is associated with a graphic design 
for a customer's checks. Official notice is taken that having a picture parameter, 
including a graphic design for a customer's checks is old and well-known in the art of 
banking. These steps help in timely identification of the parameter and also help to 
minimize the necessary text required to identify the item (“A picture is sometimes worth 
a thousand words”). This claim is rejected for the similar rationale as given above for 
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claim 12. 

Claim 14. McNair failed to disclose, The method of claim 1 in which the form contains 
information relating to at least one of: information relating to banking services, an order 
for checks, a request to stop checks, an application for a new account, an application 
for a loan, a request for an account history, a request for a withdrawal of funds, a 
request for a transfer of funds, a request for an account balance, a payment of a bill, 
and a request for a list of bill payments. Richards discloses, The method of claim 1 in 
which the form contains information relating to at least one of: information relating to 
banking services, an order for checks, a request to stop checks, an application for a 
new account, an application for a loan, a request for an account history, a request for a 
withdrawal of funds, a request for a transfer of funds, a request for an account balance, 
a payment of a bill, and a request for a list of bill payments (col. 1 , lines 26-44). It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to include the disclosures of Richards to the invention of McNair. The combination 
taken as a whole suggests that in order to perform a banking transaction a request for 
certain services needs to be provided in order to receive the requested banking 
services. This claim limitation is rejected for the similar rationale as given above for 
claim 5. 

Claim 15. McNair failed to disclose, The method of claim 1 which includes printing the 
form on demand. Patterson, Jr. discloses, The method of claim 1 which includes 
printing the form on demand (col. 9, lines 30-40). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to include the 
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disclosures of Patterson, Jr. to the invention of McNair. The combination taken as a 
whole suggests that in order to request a form to be provided it should be printed by 
pressing a button or clicking with a mouse on an icon on a computer screen or by using 
a drop down menu on a computer screen and clicking on print with a mouse. 

Claim 16. McNair failed to disclose, The method of claim 15 which includes printing the 
form on a surface of a surface-defining means and, at the same time that the form is 
printed, printing the coded data on the surface. Patterson, Jr. discloses, The method of 
claim 15 which includes printing the form on a surface of a surface-defining means and, 
at the same time that the form is printed, printing the coded data on the surface (col. 9, 
lines 30-40). It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to include the disclosures of Patterson, Jr. to the invention 
of McNair. The combination taken as a whole suggests that in order to perform printing 
a form that that the form needs to be printed at the same time as the coded data. For 
example the printing of a check. 

Claim 17. McNair, Patterson, Jr., Richards, and Dymetman failed to disclose, The 
method of claim 16 which includes printing the coded data to be substantially invisible in 
the visible spectrum. Official notice is taken that printing coded data on a surface which 
is substantially visible in the visible spectrum enhances the security of the codes being 
printed. 

Claim 18. McNair failed to disclose. The method of claim 1 which includes distributing a 
plurality of forms using a mixture of multicast and point cast communications protocols. 
Patterson, Jr. discloses, The method of claim 1 which includes distributing a plurality of 
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forms using a mixture of multicast and point cast communications protocols (col. 19, 
lines 11-27 and col. 23, lines 44-47). The communications protocols are interpreted to 
include a mixture of multicast and point cast communications protocols. 

Claim 19. McNair failed to disclose, The method of claim 1 in which the sensing device 
contains an identification means which imparts a unique identity to the sensing device 
and identifies it as being associated with a particular banking customer and in which the 
method includes monitoring, in the computer system, said identity. Patterson, Jr. 
discloses, The method of claim 1 in which the sensing device contains an identification 
means which imparts a unique identity to the sensing device and identifies it as being 
associated with a particular banking customer and in which the method includes 
monitoring, in the computer system, said identity (col. 13, line 20-col. 16, line 55). 

Claim 20. McNair failed to disclose, The method of claim 1 which includes providing all 
required information relating to the banking transaction in the form to eliminate the need 
for a separate display device. Patterson, Jr. discloses, The method of claim 1 which 
includes providing all required information relating to the banking transaction in the form 
to eliminate the need for a separate display device ((col. 13, line 20-col. 16, line 55, and 
Fig’s 4, 8, and 11). 

Claim 21 . McNair, Patterson, Jr., Richards, and Dymetman failed to disclose, The 
method of claim 1 in which the form is printed on multiple pages and in which the 
method includes binding the pages. Official notice is taken that printing forms on 
multiple pages and binding the pages keeps the records together. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 




Application/Control Number: 10/685,523 
Art Unit: 3696 



Page 14 



combine the disclosures of McNair, Patterson, Jr., Richards, and Dymetman. The 
combination of the disclosures as a whole suggest that users would have benefited from 
the enhancement of security codes being printed and keeping the forms together by 
printing on multiple pages and binding the pages together. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Brooks (US 5,434,371) disclosed a hand-held writing tool that comprises a 
writing tip for marking a surface and a pressure sensor located on the writing tip for 
emitting a signal when the writing tip comes in contact with a surface. 

Roberts (US 5,324,922) disclosed a barcode reader for reading barcoded data. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ella Colbert whose telephone number is 571-272-6741 . 
The examiner can normally be reached on Monday, Tuesday, and Thursday, 5:30AM- 
3:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Dixon Thomas can be reached on 571-272-6803. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



April 10, 2008 



/Ella Colbert/ 

Primary Examiner, Art Unit 3696 




